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Art Unit: 2162 

DETAILED ACTION 

1 . This action is issued in response to applicant filed application on 04/22/2004. 

2. Claims 1 - 16 are pending. 



Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 9-16 are rejected under 35 U.S.C. 101 because: 

The claims lack the necessary physical articles or objects to constitute a machine 
or a manufacture within the meaning of 35 USC 101 . They are clearly not a series of 
steps or acts to be a process nor are they a combination of chemical compounds to be 
a composition of matter. As such, they fail to fall within a statutory category. They are, at 
best, functional descriptive material perse. 

Descriptive material can be characterized as either "functional descriptive 
material" or "nonfunctional descriptive material." Both types of "descriptive material" are 
nonstatutory when claimed as descriptive material perse, 33 F.3d at 1360, 31 USPQ2d 
at 1759. When functional descriptive material is recorded on some computer-readable 
medium, it becomes structurally and functionally interrelated to the medium and will be 
statutory in most cases since use of technology permits the function of the descriptive 
material to be realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 
1031, 1035 (Fed. Cir. 1994) 
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Claim 9 merely claims nonfunctional descriptive material, i.e., abstract ideas, 
such as "instructions for" stored on a computer-readable medium, which does not make 
it statutory. See Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that the claims for an 
algorithm in Benson were unpatentable as abstract ideas because H [t]he sole practical 
application of the algorithm was in connection with the programming of a general 
purpose computer."). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1 - 16 are rejected under 35 U.S.C. 102(b) as being anticipated by Khan 
(US Patent No. US 6,546,393 B1, issued: April 8, 2003). 

Regarding Claims 1, and 9, Khan discloses a computer-readable medium having 
instructions for providing access to views of network objects within an application for 
viewing or managing a communication network having a hierarchy of network objects, 
the application providing a graphical user interface through which an operator can issue 
instructions, the computer-readable medium comprising: 
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instructions for storing a stored bookmark list of bookmarks (Col. 19, lines 25 - 
34, Khan), each bookmark being associated with a network object (Col. 21, lines 40 - 
44, Khan); 

instructions for displaying the bookmark list in the graphical user interface (Fig. 5, 
items 304, 314, 316, and 318, Col. 13, lines 30 - 35, Khan); 

instructions for displaying information concerning the network object associated 
with a bookmark selected by the operator, in the event that the operator selects a 
bookmark in the stored bookmark list (Col. 17, lines 51 - 60, Khan); and 

instructions for adding a new bookmark to the stored bookmark list, the new 
bookmark being associated with a currently displayed network object, in the event that 
the operator issues instructions to add a new bookmark to the stored bookmark list (Fig. 
9, item 902, Col. 15, lines 61 - 67, Khan). 

Regarding Claims 2, and 10, Khan discloses a computer-readable medium 
wherein the instructions for storing the stored bookmark list comprise instructions for 
storing the stored bookmark list uniquely in association with the operator (Col. 12, and 
19, lines 6-12, and 25 - 34; respectively, Khan). 

Regarding Claims 3, and 11, Khan discloses a computer-readable medium 
wherein the instructions for displaying the bookmark list comprise instructions for 
displaying the bookmark list as part of a drop down menu, the drop down menu further 
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including a menu command by which the operator can issue instructions to add a new 
bookmark to the stored bookmark list (Fig. 9, item 902, Col. 15, lines 61 - 67, Khan). 

Regarding Claims 4, and 12, Khan discloses a computer-readable medium 
further comprising: 

instructions for displaying a bookmark management window including a 
temporary bookmark list initially identical to the stored bookmark list, in the event that 
the operator issues instructions to manage the bookmarks (Fig. 7, Col. 15, lines 34 - 
38, Khan); 

instructions for creating a bookmark group, in the event that the operator issues 
instructions to create a bookmark group (Col. 1 1 , lines 1 5 - 20, and 25 - 2, Khan); 

instructions for assigning one of the bookmarks in the temporary bookmark list to 
one of the bookmark groups, in the event that the operator issues instructions to assign 
one of the bookmarks in the temporary bookmark list (Col. 13, lines 7-8, and 18-20; 
wherein the step of creating a new node in the category tree corresponds to the step of 
assigning one of the bookmarks in the temporary bookmark list claimed; Khan); and 

instructions for storing the temporary bookmark list as the stored bookmark list, in 
the event that the operator issues instructions to save the bookmark list (Col. 13, lines 
21 - 23; the addition is then finalized and included in the site directory; Khan). 

Regarding Claims 5, and 13, Khan discloses a computer-readable medium 
wherein the instructions for displaying the bookmark list comprise instructions for 
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displaying the bookmark list as part of a drop down menu, the drop down menu further 
including a command by which the operator can issue instructions to manage the 
bookmarks (Fig. 7, and 9, item 902, Col. 15, lines 34 - 38, and 61 - 67, Khan). 

Regarding Claims 6, and 14, Khan discloses a computer-readable medium 
wherein the instructions for providing a bookmark management window comprise 
instructions for displaying a New Folder button, a Rename button, a Delete button, an 
OK button, and a Cancel button, and the computer-readable medium further comprising: 

instructions for allowing the operator to designate any bookmark in the temporary 
bookmark list as a selected bookmark (Col. 13, lines 7 - 8, and 18 - 20; wherein the 
step of creating a new node in the category tree corresponds to the step of assigning 
one of the bookmarks in the temporary bookmark list claimed; Khan); 

instructions for prompting the operator to enter a new bookmark group name and 
creating a new bookmark group having the new bookmark group name in the temporary 
bookmark list, in the event that the operator selects the New Folder button (Fig. 12, 
items 1200, 1206, 1208, and 702, Col. 11, and 16, lines 15-20 and 25-2, and 47- 
50; respectively, Khan) 

instructions for prompting the operator to enter a new bookmark name (Fig. 9, 
item 902, Col. 15, lines 61 - 67, Khan) and renaming the selected bookmark with the 
new bookmark name, in the event that the operator selects the Rename button (Col. 15, 
lines 35 - 38, Khan); 
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instructions for deleting the selected bookmark from the temporary bookmark list, 
in the event that the operator selects the Delete button (Col. 21 , lines 30 - 33, Khan); 
and 

instructions for closing the bookmark management window, in the event that the 
operator selects the Cancel button (Col. 22, lines 46 - 50, Khan); and 

wherein the instructions for storing the temporary bookmark list as the stored 
bookmark list are executed in the event that the operator selects the OK button (Fig. 7, 
item 702, Col. 15, lines 35 - 40, Khan). 

Regarding Claims 7, and 15, Khan discloses a computer-readable medium 
wherein the instructions for providing a bookmark management window further 
comprise instructions for displaying a Clean Up button, and the computer-readable 
medium further comprising: 

instructions for removing from the temporary bookmark list any bookmarks for 
which the associated network object no longer exists within the hierarchy of network 
objects, in the event that the operator selects the Clean Up button (Fig. 23, item 2300, 
Col. 21, lines 18-21, Khan). 

Regarding Claims 8, and 16, Khan discloses a computer-readable medium 
wherein the instructions for storing the stored bookmark list comprise instructions for 
storing the stored bookmark list uniquely in association with the operator (Col. 12, and 
19, lines 6-12, and 25 - 34; respectively, Khan). 
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Prior Art Made Of Record 

1 . Khan (US Patent No. US 6,546,393 B1 , issued: April 8, 2003). 

2. Himmel et al. (US Patent No. 6,480,852 B1). 
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Points Of Contact 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Giovanna Colan whose telephone number is (571) 272- 
2752. The examiner can normally be reached on 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Breene can be reached on (571) 272-4107. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Giovanna Colan 
Examiner 
Art Unit 2162 
October 2, 2006 




